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— r/)e MAILING DATE of this communication appears on the cover sheet beneath the correspondence address- 
Period for Response 

A SHORTENED STATUTORY PERIOD FOR RESPONSE IS SET TO EXPIRE- 
MAILING DATE OF THIS COMMUNICATION. 



MONTH(S) FROM THE 



- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a response be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for response specified above is less than thirty (30) days, a response within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for response is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication . 

- Failure to respond within the set or extended period for response will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Status 

□ Responsive to communication(s) filed on^ 



□ This action is FINAL. 

□ Since this application is in condition for allowance except for fornnal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayle, 1935 CD. 1 1; 453 O.G. 213. 



Disposition of Claims 

j^Claim(s) 



Of the above clainn(s)- 

□ Claim(s) 

J^?;iaim(s) 

□ Claim(s) 



□ Claim(s)- 



. is/are pending in the application. 

is/are withdrawn from consideration. 
Js/are allowed. 

is/are rejected. 

. is/are objected to. 

- are subject to restriction or election 
requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 (a)-(d) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 



□ received in this national stage application from the International Bureau (POT Rule 1 7.2(a)). 

'Certified copies not received: 

Attachment(s) 



^/Ji^nformation Disclosure Statement(s). PTO-1449, Paper No(s). 

□ Notice of References Cited, PTO-892 

□ Notice of Draftsperson*s Patent Drawing Review, PTO-948 



□ Interview Summary, PTO-413 

□ Notice of Informal Patent Application. PTO-152 

□ Other 
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1 



Restriction to one of the following inventions is required under 35 U.S. C. 121 : 



I. 



Claims 1-8, drawn to a synthetic mulch, classified in class 523, subclass 201. 



II. 



Claims 9-13, drawn to a method for forming synthetic mulch, classified in class 



427, subclass various. 



2 



The inventions are distinct, each fi"om the other because: 



Inventions II and I are related as process of making and product made. The inventions are 
distinct if either or both of the follov^ng can be shown: (1) that the process as claimed can be 
used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case the 
process as claimed can be used to make a materially different product such as small articles coated 
with pigments/dyes. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

4. During a telephone conversation with Attorney Holly Amjad on January 29, 2002 a 
provisional election was made without traverse to prosecute the invention of I, claims 1-8. 
Affirmation of this election must be made by applicant in replying to this Office action. 
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Claims 9-13 withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being 
drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a petition under 37 CFR 1.48(b) and by the 
fee required under 37 CFR 1.17(1). 

5. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

6. Claims 2, 7 and 8 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which appUcant regards 
as the invention. 

Claim 7 is indefinite in reciting "acrylic, vinyl chloride, styrene butadiene styrene" because 
they are not resins or polymers. 

Similarly, claim 8 is indefinite in reciting "vinyl chloride, and vinyl acetate" because they 
are also not resins or polymers. 

A broad range or limitation together with a narrow range or limitation that falls within the 
broad range or limitation (in the same claim) is considered indefinite, since the resulting claim 
does not clearly set forth the metes and bounds of the patent protection desired. Note the 
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explanation given by the Board of Patent Appeals and Interferences in Ex parte Wu, 10 
USPQ2d 203 1, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is followed by 
"such as" and then narrow language. The Board stated that this can render a claim indefinite by 
raising a question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required feature of 
the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 USPQ 74 (Bd. 
App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 86 USPQ 481 
(Bd. App. 1949). In the present instance, claim 2 recites the broad recitation "rubber particles", 
and the claim also recites "waste rubber buffings and ground tires" which is the narrower 
statement of the range/limitation. 

7. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See//? re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321© may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fially comply with 37 CFR 3.73(b). 

8. Claims 1-7 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-8 of U.S. Patent No. 5910514. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because claim 
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1-8 of '514 encompass a synthetic mulch comprising rubber particles and an acryUc colorant. The 
colorant coats the rubber particles which can be natural polymers or synthetic high polymers, 
preferably waste rubber buffing or ground tires. Colorant is added at 3-10% by wt. of rubber 
(\j\3^^ particles. Scope of these claims ( 1 -8 5 1 4) therefore substantially covers limitations of instant 
^^^^ claims 1-8. Clain33l-8 of '514 do not recite pigment of instant claim 3. Nonetheless, since a 
colorant is generic to both a pigment and a dye, it is obvious to use a pigment as a colorant in 
instant claims. 

9. Claim 8 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 5 and 6 of U.S. Patent No. (Greenberg et al) 
(USP 59101514) in view of Byrne (USP 5396731). 

(^oth references are of record on PTO-1449, Paper No. 3) Claims 5 and 6 of USP '514 
recite a method of using valcanized rubber to form synthetic mulch but fail to encompass a 
coating containing a colorant and synthetic solvent-based resins. 

Byrne discloses a similar synthetic mulch wherein a binder comprising urethane is used 
(col. 2, hnes 50-58). Patentee mentions in col. 4, line 29, that a latex binder and a urethane binder 
happen to be equally useful. 

Hence it is evident that using a solvent-based binder is known in the art. 
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10. The following is a quotation of 35 U. S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S. C. 103(a), the examiner presumes that the subject matter of the various claims was 
commonly owned at the time any inventions covered therein were made absent any evidence to 
the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a later invention was 
made in order for the examiner to consider the applicability of 35 U.S. C. 103© and potential 35 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

1 L Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Byrne (USP 
5396731). 

Byrne discloses a suitable mixture (for a mulch pad) comprising (a) rubber granules and 
buffings, (b) fiber, © binder, (d) colorant and (e) catalyst (col. 5, lines 10-16). The amounts of 
these ingredients encompass those of the same ingredients encompassed by above claims. 

It is true that Byrne is directed to a flexible mulch pad; but it would still be obvious to one 
of ordinary skill in the art to use the above composition of Byrne to prepare (claimed) synthetic 
mulch. Furthermore, since Byrne mixes all above ingredients in a container, it is obvious that the 
resin and colorant form a coating on the rubber granules. 
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Teachings of Byrne therefore obviously lead one to claimed invention. 
12. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to U.K. Rajguru whose telephone number is (703) 308-3224. The examiner 
can normally be reached on Monday-Friday from 9:30 am to 6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
James J. Seidleck, can be reached on (703) 308-2462. The fax phone number for the organization 
where this application or proceeding is assigned is (703) 872-93 10/93 1 1 . 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 
Raj guru :mv 
April 3, 2002 





James J. Seidleck 
Supervisory Patent Examiner 
Technology Center 1 700 



